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DETAILED ACTION 

In view of the appeal brief filed on 4/29/2009, PROSECUTION IS HEREBY REOPENED. New 
grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following two 
options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an appeal 
brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee can be 
applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have been 
increased since they were previously paid, then appellant must pay the difference between the 
increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing below: 
/XUAN M. THAI/ 

Supervisory Patent Examiner, Art Unit 3715 

After careful consideration of comments and arguments provided in applicant's appeal brief 
dated 4/29/2009, the examiner is withdrawing the finality of the final rejection dated 12/1/2008. 
Claims 9, 11-14, and 22 were previously cancelled; claims 1-8, 10, 15-21 and 23-28 are currently 
pending in the application. 
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Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1 -8, 1 0, 1 5-2 1 and 23-28 are rejected under USC 1 0 1 , the claimed invention is 
directed to non- statutory subject matter. In order for a claimed process to be considered statutory- 
it must be: (1) tied to a particular machine or apparatus, or (2) transform a particular article into a 
different state or thing. The use of a specific machine or transformation of an article must impose 
meaningful limits on the claim's scope to impart patent-eligibility; the involvement of the 
machine or transformation in the claimed process must not merely be insignificant extra-solution 
activity; and the transformation must be central to the purpose of the claimed process. Claims 1 
and 21 as recited do not act upon a physical object so as to provide a transformation of that 
object into a different state or thing. Further the claims do not recite a tic to a particular machine 
or apparatus. The recitation of "playing a gaming system" in the preamble of the claims have not 
been given patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a process or 
the intended use of a structure, and where the body of the claim does not depend on the preamble 
for completeness but, instead, the process steps or structural limitations are able to stand alone. 
See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). Dependent claims 2-8, 10, 15-20, and 23-28 are similarly 
rejected. Though some of these claims recite machines (i.e. claims 3, 4, 24 and 25: slot type 
wagering apparatus and networked wagering apparatus), the use of these machines does not 
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impose a meaningful limit on the claim's scope. Therefore claims 2-8, 10, 15-20 and 23-28 are 
also rejected for their dependency of claims 1 and 21 for failing to correct these deficiencies and 
therefore rejected for the same reason. 

Additionally claim 1 recites "players playing an underlying wager game", the claim encompasses 
a human being by positively reciting a player playing a game, the claimed invention is direct to 
nonstatutory subject matter per se. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

4. Claims 1-8, 16-21, 23-26, and 28 are rejected under 35 U.S.C. 102(e) as being anticipated 
by 01sen(US 6,146,273). 

Re claims 1 and 21, Olsen teaches a method of playing a gaming system played by a plurality of 
players where a jackpot is awarded, the method comprising: 

players playing an underlying wagering game in which wagers are made by players (col 5, lines 
1-2 and 16-22); 
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when an outcome occurs in the underlying wagering game that identifies that a jackpot is to be 
awarded to at least one of said players (col 7, lines 50-53), entering a special bonus event for all 
of said players presently playing the underlying wagering game (fig 4: 248 - start bonus mode; 
col 12, lines 20-25); the special bonus event providing a chance to be awarded bonus (col 8, lines 
23-34); 

randomly selecting bonuses to be awarded in the special bonus event (col 16, line 64 - col 17, 
line 27); 

and randomly selecting more than one but less than all of said players to be awarded the 
randomly selected bonuses and excluding at least one player from being awarded any bonus (col 
14, lines 8-10: random selector to provide the random selection of eligible gaming machines (and 
therefore eligible players ) to award bonus jackpots; col 15, lines 45-60: first and second bonus 
jackpot; col 16, lines 24-30: never selected to receive a bonus), said randomly selected bonuses 
being in addition to any awards some of said players may win during continued play of the 
underlying wagering game (col 17, lines 46-61). 

Re claims 2 and 23, the underlying game is a casino table game (col 5, lines 1-5). 

Re claims 3 and 24, the underlying game is played on a slot-type wagering apparatus (col 5, lines 
1-5). 



Re claims 4 and 25, the slot-type wagering apparatus is a networked wagering apparatus (col 5, 
lines 1-5). 
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Re claim 5, the jackpot is a progressive jackpot (col 5, line 39-40). 

Re claims 6-8 and 26, the bonuses do not decrement the jackpot (col 24, lines 40-45). 

Re claims 16-20 and 28, the bonus is selected from a group consisting of random bonus awards 
(col 17, table 1). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 10, 15 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Olsen (US 6,146,273) in view of Luciano Jr. et al. (US 6,887,154 Bl). 

Re claims 10, 15, and 27, Olsen does not teach of excluding the player who received the jackpot 
from being randomly awarded a bonus from the special bonus events. Luciano teaches of 
excluding the player who received the jackpot from being randomly awarded a bonus from a 
special bonus event (Luciano, col 4, lines 40-50); 

At the time of the invention was made, it would have been obvious matter of design choice to a 
person of ordinary skill in the art to exclude the player who received the jackpot from being 
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randomly awarded a bonus from the special bonus event because applicant has not disclosed that 
excluding the player who received the jackpot from the special bonus provides an advantage, is 
being used for a particular purpose, or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Olsen and applicant's invention, to perform equally well to 
include or exclude the person who has won the jackpot from being randomly awarded a bonus 
from a special bonus event because both would still allow the casino to randomly award bonuses 
to players who are currently playing to keep the player's interest in the game. 

Therefore, it would have been prima facie obvious to modify Olsen to exclude the player who 
has won the jackpot from being randomly awarded a bonus from a special bonus event because 
such a modification would have been considered a mere design consideration which fails to 
patentably distinguish over the prior art of Olsen. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-8, 10, 15-21 and 23-28 have been 
considered but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KANG HU whose telephone number is (571)270-1344. The 
examiner can normally be reached on 8-5 (Mon-Thu). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on 571-262-7147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kathleen Mosser/ 

Primary Examiner, Art Unit 3715 

/K. H./ 

Examiner, Art Unit 3715 



